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The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-4, 10 and 11 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over JP 01 229064 A in view of JP 2001 1 39768. 
English abstract of JP'064 teaches novolac phenol resin having a Mn of 500-700 and 
Mw of 1000-1500 with less than 3% of unreacted phenols. Table 2 on page 3 of JP 
document shows Mn 550 and Mw 1 100, Mn 600 and Mw 1200, and Mn 600 and Mw 
1320 which would meet the instant polydispersity (Mw/Mn). JP'064 further teaches 
employing a mixture of various fibers including wollastonite and glass fibers, and 
example show employing total 75 vol.% of fillers. Again, the recited use of a phosphoric 
acid and a mol ratio of a phenol and an aldehyde in a reaction has no probative value in 
the instant product claims. Applicant's asserted high yield in said reaction is not a 
claimed limitation. An invention in a product-by-process is a product, not a process. 
See In re Brown , 459 F2d 531 , 1 73 USPQ 685 (CCPA 1 972) and In re Thorpe , 777 
F2d 695, 697, 227 USPQ 964 (Fed. Cir. 1985). Also, the intended use has no probative 
value. 

The instant invention further recites amounts of said wollastonite and glass fibers 
over JP'064. However, use of a higher amount of fillers in novolac compositions in 
order to improve mechanical properties is well known practice as taught by English 
abstract of JP'768 discussed in the previous office action. 
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It would have been obvious to one skilled in the art at the time of invention to 
utilize instant amounts of a mixture of wollastonite fiber and glass fiber in JP'064 with 
teaching of JP'768 since JP'064 teaches employing a mixture of various fibers including 
wollastonite and glass fibers and since use of a mixture of wollastonite and glass fiber in 
the instant amounts is also well known as taught by JP'768 absent showing otherwise. 

Claims 1-4, 10 and 11 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over JP 2001 1 39768 in view of JP 01 229064 A. 

JP'768 teaches molding composition comprising 15-75 wt.% of novolac phenol 
resin, 35-65 wt.% of wollastonite and 5-35 wt.% of glass fiber and a molded article 
thereof in abstract. Amount of wollastonite is about 47% (75/35) to 433% (65/1 5) of 
said novolac. Amount of glass fiber is about 7% (5/75) to 233% (35/1 5) of said 
novolac. Thus, amounts of fillers taught by JP'768 encompass the instant amounts. 
Abstract teaches that unreacted phenol was removed, and thus it would meet the 
instant amount of monomeric and dimeric phenols. The recited use of a phosphoric 
acid in a reaction has no probative value in the instant product claims. Also, the 
intended use has no probative value. The wollastonite is inherently fiber, if not, it is well 
known by JP'064. 

The instant invention further recites Mw and polydispersity (Mw/Mn) of said 
novolac phenol resin over JP'768. The teaching of Mw of 50000 or less encompasses 
the instant Mw of 3700 or less, and novolac resin with the instant Mw and polydispersity 
(Mw/Mn) is well known as taught by JP'064 
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It would have been obvious to one skilled in the art at the time of invention to 
utilize novolac resin with the instant Mw and polydispersity of JP.064 in JP'768 with 
wollastonite and glass fibers in the instant amounts since amounts of fillers are 
overlapped and since choosing a range within a range is a prima facie obviousness 
since novolac phenol resin having the instant Mw and polydispersity is well known in the 
art and since the teaching of Mw of 50000 or less in JP'768 encompasses the instant 
Mw absent showing otherwise. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tae H. Yoon whose telephone number is (571 ) 272- 
1 128. The examiner can normally be reached on Mon-Thu. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached on (571 ) 272-1 114. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Tae H Yoon/ 
Primary Examiner 
Art Unit 1796 

THY/November 24, 2008 



